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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/13/2009 has been entered. 

Claim Objections 

Claim28 is objected to because of the following informalities: please change 
"aqueous dispersion" to "aqueous dispersion D". Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 28-29, 31, 33 - 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U. S. patent No. 3,753,751 to Shannon et al., in view of GB 2256192 

Regarding claim 28, Shannon et al. disclose a method of making insulation 
material (reinforced) by route of filter-press technique by dispersing insulation material 
in water to form slurry, then the slurry is partially dewatered and followed by treatment 
under heat and pressure. Further, a drying process is carried out to form the insulation 
material, (col. 7, line 1-21) 

But they are silent that the insulation material is based on dried precipitated silica 
as applicant set forth in the instant application. However, it would have been obvious to 
one of ordinary skill in the art at the time of invention by applicant to make a insulation 
material based on dried precipitated silica in the above process, motivated by the fact 
that GB 2256192, also drawn to making insulation material, discloses that precipitated 
silica can be used with rutile opacifier and ceramic fiber to form insulation material 
cheap and having improved physical reinforcement (pages 2-3). 

Regarding claim 29, Shannon et al. disclose that the applied pressure is up to 
several hundred pounds per square inch depending upon the nature of the ensuing 
procedures, (col. 7, line 1-21) 

Regarding claim 31, Shannon et al. disclose a method of making insulation 
material (reinforced) by route of filter-press technique by dispersing insulation material 
in water to form slurry, then the slurry is partially dewatered and followed by treatment 
under heat and pressure. 
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Regarding claims 33 - 34, GB 2256192, also drawn to making insulation 
material, discloses that precipitated silica can be used with rutile opacifier and ceramic 
fiber to form insulation material cheap and having improved physical reinforcement 
(pages 2-3). 

Regarding claim 35, GB'192 discloses that the ratio of precipitated silica to 
reinforcement is 48:6.7. 

Regarding claims 36 and 37, GB 2256192, also drawn to making insulation 
material, discloses that precipitated silica can be used with rutile opacifier and ceramic 
fiber to form insulation material cheap and having improved physical reinforcement 
(pages 2-3). 

Regarding claim 38, GB'192 discloses that the ratio of precipitated silica to rutile 
is 48:33.3. 

Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
combined teaching of U. S. patent No. 3,753,751 to Shannon et al. and GB 2256192, 
as applied above, further in view of U. S. Patent No. 4,590,052 to Chevallier et al. 

Regarding claim 32, GB'192 discloses the silica has a BET of 170 m 2 /g. But they 
are silent about the CTAB value of the silica. However, it would have been obvious to 
one of ordinary skill in the art at the time of invention by applicant to use the silica 
having the CTAB as applicant set forth in claim 32, motivated by the fact that Chevallier 
et al., also drawn to precipitated silica, disclose that silica having a BET of 50-350 m 2 /g 
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and a CTAB in the range of 20-350 m 2 /g 
16 and col.3, lines 11-19). 
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has good insulation property (col. 1, lines 10- 



Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over 30 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over combined teaching of U. S. 
Patent No. 3,753,751 to Shannon et al and GB 2256192 , further in view of U. S. Patent 
No. 6,468,493 to Chevallier et al. 

Regarding claim 30, Shannon et al. and GB 2256192 disclose a process of 
making insulation material based on precipitated silica as applicant set forth in claim 28 

But they are silent that the filtration process is made under a pressure in the 
range of 0.5-2 bar. 

Chevallier et al., also dawn to precipitated silica, disclose a process of making a 
silica cake by flittering the silica at a pressure. In the end of the filtration the pressure is 
in the rage of 3.5-6 bar (the beginning of the filtration is less than 3.5-6 bar). The filter 
cake is compacted at a pressure of less than 4.5 bar (col. 2, lines 25-30, and col. 4, 
lines 1-6) 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention by applicant to filtering the silica in a pressure as applicant set forth in 
claim 30, motivated by the fact that Chevallier et al., also dawn to precipitated silica, 
disclose that the silica filtered at a pressure of less than 4.5 bar and compacted at a 
pressure of 6.6 bar has beneficial property such as the enforcing property, (col. 2, lines 
25-30, and col. 4, lines 1-6) 
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Claims 28, 39-40 and 55-56 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over U. S. Patent No. 3,753,751 to Shannon et al , in view of EP 0594469. 

Regarding claim 55 and 56, Shannon et al. disclose a method of making 
insulation material (reinforced) by route of filter-press technique by dispersing insulation 
material in water to form slurry, then the slurry is partially dewatered and followed by 
treatment under heat and pressure. Further, a drying process is carried out to form the 
insulation material. Shannon et al. disclose that the applied pressure is several hundred 
pounds per square inch depending upon the nature of the ensuing procedures, (col. 7, 
line 1-21). 

But they are silent that the insulation material is based on dried precipitated 

silica. 

EP 0594469 discloses an insulation material comprising silica and the silica 
weight in the composition in the range of 45-90%, the opacifying agent, such as titanium 
oxide, with an amount of 9-50% and the reinforcement agent such as ceramic fiber, with 
an amount of 1-10% (page 2) 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention by applicant to use precipitated silica in the above process, motivated 
by the fact that EP 0594469, also drawn to insulation material, discloses that 
precipitated silica can be used with an opacifier, such as titanium oxide, to form an 
insulation article with good thermal insulation property and satisfying strength (pages 1, 
lines 11-16). 
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Regarding claim 39-40, without showing unexpected results, the claimed 
temperature cannot be considered critical. Generally, differences in temperature will not 
support the patentability of subject matter encompassed by the prior art unless there is 
evidence indicating such concentration or temperature is critical. "[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 
105 USPQ 233, 235. " In the instant case EP 0594469 discloses that the speed of 
drying must be preferably low enough not to cause a crack and the drying process is 
conducted in several stages. The first stage is at a temperature of 30-80 °C. The 
second drying stage can be conducted under the 110-130 °C and the third one is 
conducted under temperature of 450-850 °C. 

Regarding claims 55-56, EP 0594469 discloses that the silica weight in the 
composition is in the range of 45-90% 

Response to Arguments 

Applicant's arguments filed 1 1/13/2009 have been fully considered but they are 
not persuasive. 

The applicant argues that Shannon fail to disclose that the insulation material is 
based on precipitated silica and the secondary reference fail to disclose the steps of 
making the precipitated silica insulation as applicant set forth in the instant application. 
The Examiner respectfully submits that the rejection is based on the 35 U. S. C. 103 
and one cannot show nonobviousness by attacking references individually where the 
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rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). In the instant case, the secondary reference teaches that the use of the 
precipitated silica, opacifier and reinforcement filler as insulation material has good 
thermal and insulation property. The primary reference teaches the filter -press process 
of making insulation material. 

Applicant argues that Shannon is silent that the method can be applied to any 
other material other than alkaline earth material silicate. The Examiner respectfully 
submits that Shannon only disclose that their starting material has benefit over other 
material, which does not mean that their method is not applicable to the silica. The 
applicant fails to provide any factual evidence to show the contrary. The applicant's 
argument can take place of the evidence. 

Applicant argues that Shannon disclose of using higher pressure in the 
compacting step. The Examiner respectfully submits that the higher pressure is used 
under the condition that the material is alkaline earth silicate, therefore, it would have 
been obvious to one of ordinary skill in the art at the time of invention by applicant to 
discover the optimum pressure range for silica to obtain better insulation article by 
routine experimentation to obtain desired dry filter cake. Shannon disclose that the 
pressure is as high as 13 bar, which encompass the pressure disclose by the instant 
application. Furthermore the instant application discloses the pressure can be up to 
about 10 bar. " about " permits some tolerance. 
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Applicant further argues that the secondary reference disclose a higher pressure 
to compact the silica. The Examiner respectfully submits that the secondary reference is 
used to show the benefit of the insulation material made of precipitated silica. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHUANGYI ABU ALI whose telephone number is 
(571)272-6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 

/Shuangyi Abu-Ali/ 
Examiner, Art Unit 1793 



